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Bef ore Chapman, Bucher and Bottorff, Adm nistrative
Trademar k Judges.

Opi ni on by Chapman, Adm nistrative Tradenark Judge:
Control Fire Systens Ltd. (a Canadi an corporation)
seeks to register on the Principal Register the mark shown

bel ow

coNTROL

FIRE SYSTEMS LTD.

for services ultimately anended to read as foll ows:
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“installation and repair of fire
suppressi on systens and consul tation
related thereto; repair services for
hydr of | uor ocar bon equi pnent and hal on
recycling equipnment” in International
Class 37; and

“recycling of halon” in International
Class 42.1

Appl i cant disclainmed the words “FI RE SYSTEMS LTD. ”;
and included the follow ng statenent: “The lining and
stippling shown in the drawing are features of the mark and
are not neant to indicate color.” The application is based
on Sections 44(d) and (e) of the Trademark Act, 15 U S.C.
81126(d) and (e), and applicant’s two Canadi an Regi stration
Nos. 522,365 and 533,178, which issued from applications
filed April 1, 1998 and June 24, 1998% respectively.?

The Exam ning Attorney has refused registration of
applicant’s mark under Section 2(d) of the Trademark Act,
15 U.S.C. 81052(d), on the basis of Registration No.

2,084, 281, which issued July 29, 1997 on the Princi pal

Regi ster for the mark CONTROL for “fire and/or burglar

! Application Serial No. 75/525,647, filed July 27, 1998.

Z1n light of the services set forth in Canadi an Registration No.
522, 365 as conpared to the services set forth in Canadi an

Regi stration No. 533,178, the Board notes that only the latter
registration (filed June 24, 1998 in Canada) covers all of the
services involved in this United States application.

® The original application also included applicant’s assertion of
a bona fide intention to use the mark in comerce under Section
1(b) of the Trademark Act, 15 U S.C 81051(b). However, on

Sept enber 14, 2001 applicant filed a paper specifically deleting
that basis for registration
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alarminstallati on nmai ntenance and/or repair” in
| nternational dass 37.%

When the refusal to register was nade final, applicant
appeal ed. Both applicant and the Exam ning Attorney have
filed briefs. Applicant requested an oral hearing, but
subsequently waived its request.

Prelimnarily, we note the record is not a nodel of
clarity regardi ng whet her the Exam ning Attorney was
refusing registration as to both classes of services in
this application on the basis of the cited registration.
Applicant paid the appeal fee for two classes of services.
Wiile there is no question that both applicant and the
Exam ni ng Attorney focused on the “installation and repair
of fire suppression systens” portion of applicant’s
identification of services in International C ass 37, the
Board, in order to provide a conplete decision, will also
determine the issue of registrability of the mark as to
applicant’s International C ass 42 services.

We turn to the refusal to register on the ground of
I'i kel i hood of confusion, which we consider in |ight of the

Court’s guidance inInre E. |I. du Pont de Nenmours & Co.,

* The cited registration also includes “locksnithing services” in
International dass 42, but the Exami ning Attorney did not cite
that class or argue a refusal with regard thereto.
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476 F.2d 1357, 177 USPQ 563 (CCPA 1973). See also, Inre
Maj estic Distilling Conpany, Inc., 315 F.3d 1311, 65 USPQd
1201 (Fed. Gir. 2003).

The Exami ning Attorney contends that the dom nant
portion of applicant’s mark is the word CONTRCOL; that the
descriptive and disclainmed wrds “fire systens |td.” and
the design of a fire flanme in applicant’s mark are | ess
significant portions of applicant’s mark, both reinforcing
the nature of applicant’s services of installing and
repairing fire suppression systens, and will be so
per cei ved by the purchasing public; that the connotation of
both marks is that of restraining or managing a fire; that
both applicant’s mark and the cited registrant’s mark,
considered in their entireties, create simlar comercia
i npressions; that the third-party applications and
regi strations submtted by applicant are not persuasive
because several are abandoned or expired, and because those
remai ni ng are for goods and/or services not as closely
related as are the cited registrant’s and applicant’s
services and the third-party marks generally create very
di stinct commercial inpressions different fromthat
i nvol ved herein; that applicant’s services of “installation
and repair of fire suppression systens” are closely rel ated

to the cited registrant’s services of “fire and/or burglar
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alarminstall ati on, mai ntenance and/or repair”; that these
services are conplenentary services, often used together by
consuners; that these respective services, as identified,
do not include restrictions as to the channels of trade or
purchasers; that applicant’s extrinsic evidence regarding
both its and the cited registrant’s services is of little
probative value in this regard (e.g., the two-page printout
identified by applicant as being fromthe cited
registrant’s website does not include the cited
registrant’s address in New York and, in any event,
mentions various |ocks and | ocking systens but does not
mention fire alarmsystens); and that even if it is
presuned that the purchasers of at |east applicant’s
services are sophisticated, such purchasers woul d not be

i mmune from confusion as to the source of such rel ated
services sold under simlar marks.

Applicant, on the other hand, argues that when
considered in their entireties, the marks create different
commerci al inpressions as applicant’s mark includes the
words “fire systens Itd.” and the design of a flane which
is an integral part of the mark, while registrant’s mark is
the word CONTROL with no other features; that the Exam ning
Attorney has inproperly dissected applicant’s mark in

analyzing the simlarities/dissimlarities between the
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i nvol ved marks; that when considering the marks in their
entireties, the additional descriptive wording and the
flame design in applicant’s mark nust be taken into
account; that there is no rule that |ikelihood of confusion
is automatically found if an applicant seeks to register a
mark that contains the whole of another mark; that the
relative strength of the cited mark nust be considered and
appl i cant submitted photocopies of several third-party
applications and registrations including the word CONTRCL
or CONTROLS establishing that the cited mark is weak and
entitled to a narrow scope of protection; that the involved
services are not closely related as applicant has shown
that its services are “sophisticated fire suppression

systens,” whereas the cited registrant’s services are
“sinply burglar and fire alarminstallation and repair”
(brief, p. 9); that the price and technical nature of
applicant’s services show that a high degree of care and
attention will be used when purchasing applicant’s
services; that the sophistication of buyers cannot be
ignored and even if the consuners are deened to be
unsophi sticated, there nust be a lower limt on the
carel essness of the reasonabl e purchaser; and that there

must be a |ikelihood of confusion, not just a possibility

of conf usi on.
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Turning first to a consideration of the involved
marks, it is well settled that marks must be considered in
their entireties as to the simlarities and dissimlarities
thereof. However, our primary review ng court has held
that in articulating reasons for reaching a concl usion on
t he question of likelihood of confusion, there is nothing
i nproper in stating that, for rational reasons, nore or
| ess wei ght has been given to a particular feature or
portion of a mark. That is, one feature of a mark may have
nore significance than another. See Cunni ngham v. Laser
ol f Corp., 222 F.3d 943, 55 USPQ2d 1842, 1845 (Fed. Cr
2000); Sweats Fashions Inc. v. Pannill Knitting Co., 833
F.2d 1560, 4 USPQ2d 1793, 1798 (Fed. Cr. 1987); and In re
Nat i onal Data Corporation, 753 F.2d 1056, 224 USPQ 749, 752
(Fed. Cir. 1985).

In this case, both applicant’s mark and registrant’s
mar k share the word CONTROL. It is the cited registrant’s
entire mark, and it is the dom nant part of applicant’s
mar k. The words “FIRE SYSTEMS LTD.” are descriptive or
non-trademark significance words, and they are the
remai ning words in applicant’s corporate nane. (In
response to an Ofice requirenent that applicant disclaim
t hese descriptive words, applicant did so.) The design of

a fire flame as part of a mark used to identify the source
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of fire suppression systeminstallation and repair services
is hardly unique. Moreover, the word “CONTROL” appears in
much larger lettering, further enphasizing its dom nance.

W agree with the Exam ning Attorney that the word
CONTROL connotes the sane thing for both applicant’s
installation and repair of fire suppression system services
and registrant’s installation, maintenance and repair of
fire and burglar alarns. That is, the connotation of the
dom nant word in applicant’s mark is very simlar to that
of registrant’s mark, specifically, the restraining or
managi ng of a fire through the use of the services offered
by applicant and regi strant respectively.

Mor eover, applicant’s subm ssion of photocopi es of
several third-party applications and registrations® to show
that the term*“control” is weak in the relevant field of
providing installation, maintenance and repair of fire
alarnms or fire suppression systens i s not persuasive.
Third-party applications are evidence only that the
applications were filed on their respective filing dates.

Third-party registrations are of little weight in our

> Applicant submitted one additional application and one
additional registration with its brief on appeal. Al though these
are untinmely pursuant to Trademark Rule 2.142(d), the Exam ning
Attorney did not object thereto and argued the nerits thereof.
Thus, the Board considers these two additional pieces of evidence
are stipulated into the record.
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determ nation of |ikelihood of confusion as they are not
evi dence of use of the marks shown therein and they are not
proof that consuners are famliar with themso as to be
accustoned to the existence of simlar marks in the

mar ket pl ace. Wth regard to the weight given to third-
party registrations, the Court of Appeals for the Federal
Crcuit stated in the case of dde Tyne Foods Inc. v.
Roundy’s Inc., 961 F.2d 200, 22 USPQRd 1542, 1545 (Fed.
Cir. 1992):

Under Du Pont, “[t]he nunber and
nature of simlar marks in use on
simlar goods” is a factor that nust
be considered in determning

i keli hood of confusion. 476 F.2d at
1361, 177 USPQ at 567 (factor 6).
Much of the undisputed record
evidence relates to third party

regi strations, which admttedly are
given little weight but which
neverthel ess are rel evant when

eval uating likelihood of confusion.
As to strength of a mark, however,
regi stration evidence may not be

gi ven any weight. AMF Inc. v.
Anerican Leisure Prods., Inc., 474
F.2d 1403, 1406, 177 USPQ 268, 269
(CCPA 1973) (“The existence of [third
party] registrations is not evidence
of what happens in the market pl ace
or that custoners are famliar with
them ...”) (ltalics enphasis in
original.)

In the case now before us, there is no evidence of
record regarding the existence of any third-party uses of

mar ks consi sting of or including the term CONTROL for the
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i nvol ved services or any relevant or related services; and
third-party registrations cannot be given any weight wth
regard to the strength of the mark.

To the extent these third-party registrations are
consi dered generally with regard to the issue of |ikelihood
of confusion, they do not obviate the |ikelihood of
confusi on because they do not show use of marks which are
as simlar as applicant’s and the cited registrant’s nmarks,
nor do they cover services as closely related as
applicant’s and the cited registrant’s. That is, the
third-party registrations create different and distinct
comer ci al inpressions and do not generally cover the

services invol ved herein.®

® See, for exanple, Registration No. 2,418,862 issued under
Section 2(f) for the mark WLLIAMS FI RE & HAZARD CONTRCL (FI RE &
HAZARD CONTROL di scl aimed) for “distributorship and catal og sal es
services in the field of industrial fire fighting and fire
protection systens, equi pnment, and supplies” in Internationa
Class 35; Registration No. 1,840,198 issued for the mark CONTROL-
A for “foam ng agent to assist in the extinguishing of fires” in
International O ass 6; Registration No. 1,317,768 issued for the
mar k ARGUS FI RE CONTROL (FI RE CONTROL disclainmed) for “fire
extingui shers, infrared fire detectors and control panels
therefore” in International Cass 9; Registration No. 1,046, 339
(now expired) issued for the mark CONTROL DATA CORPORATION (in
stylized lettering and design) (CORPCORATION disclained) for a

wi de variety of goods and services, including “insurance
underwiting services in the fields of health, life, disability
and fire insurance” in International Cass 36; and Registration
No. 1,090,088 issued under Section 2(f) for the mark JOHNSON
CONTROLS (in stylized lettering) (CONTROLS disclained) for
“installation, servicing and mai ntenance of heating, ventilating,
and air conditioning equi pnment, of surveillance, fire detection,
and standby power equi prent, and of key-operated signa

10
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In any event, while the United States Patent and
Trademark O fice strives for consistency, each case nmust be
decided on its own facts and record. O course, we do not
have before us any information fromthe third-party
application or registration files. See In re Nett Designs
Inc., 236 F.3d 1339, 57 USPQ2d 1564 (Fed. Cir. 2001).

Assum ng applicant had established that the cited
registered mark is weak (which applicant has not done),
even weak marks remain entitled to protection against
regi stration by a subsequent user of the sane or sinmlar
mark for the same or related services.’

Under actual market conditions, consumers generally do
not have the | uxury of making side-by-side conparisons.

The proper test in determning |ikelihood of confusion is
not a side-by-side conparison of the marks, but rather nust
be based on the simlarity of the general overal

commer ci al i npressions engendered by the invol ved marks.
See Punm- Sport schuhfabri ken Rudolf Dassler KG v. Roller
Der by Skate Corporation, 206 USPQ 255 (TTAB 1980).

The differences in the marks (applicant’s addition of the

generators for use with teletype equipnment” in |International

G ass 37.

"W specifically note that the cited registered mark is on the
Principal Register with no claimof acquired distinctiveness
under Section 2(f) of the Trademark Act; and it is, of course,
entitled to the statutory presunptions under Section 7(b).

11
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words “fire systens Itd.” and a flame design) do not serve
to distinguish the marks here in issue. That is,
purchasers are unlikely to renmenber the specific

di fferences between the marks, focusing nore on the word
CONTROL, due to the recollection of the average purchaser,
who nornmally retains a general, rather than a specific,

i npression of the many trademarks encountered. Purchasers
seeing the marks at separate tines nay not recall these

di fferences between the nmarks. See Grandpa Pi dgeon’ s of

M ssouri, Inc. v. Borgsmller, 477 F.2d 586, 177 USPQ 573
(CCPA 1973); and Spoons Restaurants Inc. v. Mrrison Inc.,
23 USPQ2d 1735 (TTAB 1991), aff’d unpub’'d (Fed. Cir., June
5, 1992).

Applicant strongly urges that the cases of In re
Hearst Corp., 982 F.2d 493, 25 USPQ2d 1238 (Fed. Cir.
1992), and In re Bed & Breakfast Registry, 791 F.2d 157,
229 USPQ 818 (Fed. Cir. 1986), require a different result
in the case now before the Board due to the differences in
the marks and the services. However, the Court explained
in the Hearst case at 25 USPQ2d 1239 that “the wei ght given
to the respective words is not entirely free of

subjectivity... .” And in the Bed & Breakfast Registry

case, both marks shared certain words (“bed & breakfast”),

but both marks al so included another word (“registry” or

12
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“international”) and the Court explained that travelers
woul d rely on the noncommon portions of the marks to
di stingui sh there between.

We disagree with applicant that the Hearst case and

the Bed & Breakfast Registry case require a different

result herein because there is no second word in the cited
registrant’s mark, and we have gi ven each el enent of
applicant’s mark appropri ate wei ght and, of course, we have
ultimately considered the simlarities/dissimlarities of
the marks in their entireties.

We find that applicant’s mark CONTROL FI RE SYSTEMS
LTD. and design and registrant’s mark CONTROL, when
considered in their entireties, although obviously not
identical, are very simlar in sound and connotati on,
sonmewhat simlar in appearance, and create simlar overal
comercial inpressions. See In re Azteca Restaurant
Enterprises Inc., 50 USPQd 1209 (TTAB 1999).

Turning to the simlarities/dissimlarities and the
nature of the involved services, the Board nust determ ne
the issue of likelihood of confusion on the basis of the
goods and/or services as identified in the application and
the registration, and in the absence of any specific
[imtations therein, on the basis of all normal and usual

channel s of trade and nethods of distribution for such

13
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goods. See Cctocom Systens Inc. v. Houston Conputer
Services, Inc., 918 F.2d 937, 16 USPQ2d 1783 (Fed. Cir.
1990); Canadi an Inperial Bank of Commerce, National

Associ ation v. Wells Fargo Bank, 811 F.2d 1490, 1 USPQd
1813 (Fed. GCr. 1987); CBS Inc. v. Mrrow, 708 F.2d 1579,
218 USPQ 198 (Fed. Cir. 1983); Squirtco v. Tony Corp., 697
F.2d 1034, 216 USPQ 937 (Fed. Cr. 1983); and Paul a Payne
Products Co. v. Johnson Publishing Co., Inc., 473 F.2d 901,
177 USPQ 76 (CCPA 1973).

As explained earlier herein, the record from both
applicant and the Exam ning Attorney is directed solely to
the portion of applicant’s International Cass 37 services
identified as “installation and repair of fire suppression
systens” vis-a-vis registrant’s identified services, which
are “fire and/or burglar alarminstallation, maintenance
and/or repair” in International Cass 37. W wll consider
the cited registrant’s services vis-a-vis both of
applicant’s classes of services.

It is well settled that goods or services need not be
i dentical or even conpetitive to support a finding of
i keli hood of confusion, it being sufficient instead that
the goods or services are related in sonme manner or that
the circunstances surrounding their marketing are such that

they would likely be encountered by the same persons under

14
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ci rcunstances that could give rise to the m staken beli ef
that they emanate fromor are associated with the sane
source. See In re Martin's Fanous Pastry Shoppe, Inc., 748
F.2d 1565, 223 USPQ 1289 (Fed. Cir. 1984); and In re Qous
One Inc., 60 USP@d 1812 (TTAB 2001).

The cited registrant’s installation, maintenance and
repair of fire alarns and the portion of applicant’s
services in International Cass 37 identified as the
installation and repair of fire suppression systens are
conpl enentary, closely related services. Applicant’s
original application included goods in International C ass
9 such as “fire alarm systens and associ ated devi ces” and
“detection and control equipnment,” and the original
I nternational C ass 37 services included “installation,
servicing, and consulting, with respect to fire
det ecti on/ suppressi on systens, alarm systens, and
equi pment.” Applicant’s first proposed anended

identification of services included “installation and

repair of fire alarm fire detection and suppression

systens. ... In addition, applicant’s Canadi an
regi strations include goods and services relating to fire
alarms. The conplenentary nature of fire alarmand fire

suppressi on services is obvious and cannot be ignored. See

Inre Martin's Fanous Pastry Shoppe, Inc., supra. The

15
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record establishes that at |least this itemin applicant’s
International C ass 37 services is closely related to the
services set forth in the cited registration

Nei ther registrant’s services, nor applicant’s
services relating to fire suppression systens, as
identified, are restricted as to uses or trade channels or
purchasers. Thus, applicant’s argunent that its fire
suppressi on system services are sold to sophisticated
purchasers, while registrant’s services involve sinply
fire/burglar alarns systens, which are not viewed by the
same consuners is unpersuasive. First, there is no
restriction to the channels of trade or purchasers in the
i nvol ved portion of applicant’s International C ass 37
services, nor in the registration. Second, even if the
consuners of applicant’s fire suppression systens are
vi ewed as sophisticated, the registrant’s fire/burglar
al arm system services would be offered to the general
public which certainly includes those sophisticated
purchasers of applicant’s services. Even if we assune that
the purchasers of the services in question in the instant
case are sophisticated purchasers, and that the purchase of
the respective services is done after careful
consideration, this does not nean that such purchasers are

i mune from confusion as to the origin of the respective

16
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services, especially when sold under simlar marks. See

W ncharger Corporation v. Rinco, Inc., 297 F.2d 261, 132
USPQ 289 (CCPA 1962); and In re Deconbe, 9 USPQ2d 1812
(TTAB 1988). That is, even relatively sophisticated
purchasers and users of these installation and mai nt enance
and repair of fire alarmservices or fire suppression
system servi ces, could believe that these services cone
fromthe sane source, if offered under substantially
simlar marks. See Weiss Associates Inc. v. HRL Associ ates
Inc., 902 F.2d 1546, 14 USPR2d 1840 (Fed. G r. 1990); and
Aries Systens Corp. v. Wrld Book Inc., 23 USPQ2d 1742,
footnote 17 (TTAB 1992).

In this case, applicant’s International Class 37 fire
suppressi on system services and the fire al arm services of
the regi strant could be encountered by purchasers in
circunstances that would give rise to the belief that both
parties’ services conme fromor are associated with the sane
source. See Dan Robbins & Associates, Inc. v. Questor
Cor poration, 599 F.2d 1009, 202 USPQ 100 (CCPA 1979). W
find that the record sufficiently establishes the

rel at edness between these services.?

81t is not necessary that a likelihood of confusion be found as
to each itemincluded within one class in an applicant’s
identification of goods or services. See Squirtco v. Tony

Cor poration, supra; Tuxedo Monopoly, Inc. v. CGeneral MIls Fun
Group, 648 F.2d 1335, 209 USPQ 986 (CCPA 1981); and Al abana Board

17
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Considering all of the relevant du Pont factors, we
concl ude that consumers famliar with registrant’s fire
alarminstallation, maintenance and repair services offered
under the mark CONTROL would be likely to believe, upon
encountering applicant’s mark, CONTROL FI RE SYSTEMS LTD.
and design, for fire suppression systeminstall ation and
repair services, that both originated wth or were sonehow
associated with or sponsored by the sanme entity.

Wth regard to applicant’s International C ass 42
services -- “recycling of halon,” this ex parte record does
not establish any rel atedness of these services to those of
the cited registrant.

Decision: The refusal to register under Section 2(d)
is affirmed as to applicant’s International C ass 37
services; and the refusal to register under Section 2(d) is
reversed as to applicant’s International C ass 42 services.
(I'n due course, the application file will be forwarded to
the Exami ning Attorney for appropriate action in approving
the application for publication on the International C ass

42 services.)

of Trustees v. BAMA-Wrke Curt Baunann, 231 USCQP 408, footnote 7
(TTAB 1986). Thus, we need not find (and we acknow edge the
record does not support) rel atedness of applicant’s “repair

servi ces for hydrofl uorocarbon equi prent and hal on recycling
equi pnment” in International O ass 37 and the services identified
inthe cited registration

18



